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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's 
submission filed February 19, 2008 has been entered. Claims 1,3-4, 10-11, 15-17 
and 23 are amended. Claims 2, 5-9, 12-14, 18, 20-22 and 24-26 are deleted. Now, 
Claims 1, 3-4, 10-1 1, 15-17, 19 and 23 are pending. 

2. Claim objection(s) in the previous Office Action (Paper No. 101307) is/are 
removed. 

3. Double patenting rejection(s) in the previous Office Action (Paper No. 
101307) is/are removed. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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5. Claims 1, 3-4, 10-11, 15-17, 19 and 23 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

In Claims 1 (line 16) and 23 (line 19), it is not clear as to what "a mixture of 
glycerol triesters" refers to. (Emphasis added) 



6. The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 



7. Claims 1, 3-4, 10-11, 15-17, 19 and 23 are rejected under 35 U.S.C. 112, 
first paragraph, as containing subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. 

Examiner is not able to find the basis of fatty acids in general. (Emphasis 
added) 
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Claim Rejections - 35 USC § 102 and 103 

8. Rejection of Claims 1, 3, 10-11, 15-17, 19 and 23 under 35 USC 102(a) as 
being anticipated by Dickinson (GB 1 523 957) is maintained because the rejection 
is adequately set forth in paragraph 7 of Paper No. 101307. Applicant's arguments 
have been fully considered but they are not persuasive. The focus argument 
related to the core patentability is discussed below. 

The instant rejection will be removed when the rejections under 35 U.S.C. 
1 12 are properly overcome. 

9. Claims 1-5,7-11, 13, 15-17, 19 and 23 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Schmid (US 6 610 752) in view of L'Hostis (EP 1 075 
863). 

The following column and line numbers of L'Hostis is based on its U.S. 
equivalent, US 6 521 587. 

For Claims 1-5, 7-11, 13, 15, 17, 19 and 23, Schmid discloses a method of 
manufacturing a granular foam control composition comprising a 
polydiorganosiloxane containing methyl, ethyl, propyl, butyl and phenyl groups, a 
microfine silanized silica, a polyol ester such as the esters of glycerol and 
palmitic acid (typically containing a mixture of glycerol mono, di-, and 
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tripalmitate), etc., a bisamide, a fatty acid, a microcrystalline paraffin wax. (col. 
2, line 34 to col. 5, line 56 and Examples) The silica can be silanized and dispersed 
in the polydiorganosiloxane. (col. 2, line 34 to col. 3, line 18) The granular foam 
control composition can be prepared according the method described in col. 3, line 
19 to col. 4, line 13, col. 5, line 57 to col. 7, line 67 and Examples. Schmid is silent 
on the polydiorganosiloxane where the substituents have the claimed mean number 
of carbon atoms, the claimed long chain alkyl group or the claimed X-Ph moiety. 
L'Hostis teaches the use of in a foam control composition a polyorganosiloxane 
that read on the claimed ones. The motivation of using the specific 
polyorganosiloxane is to afford a granular foam control composition with 
enhanced foam control efficiency, (col. 2, lines 46-51, col. 2, line 64 to col. 3, 
line 46, col. 4, line 64 to col. 5, line 28 and col. 7, line 65 to col. 8, line 35) In light 
of the benefit mentioned, it would have been obvious to one of ordinary skill in the 
art at the time of the invention was made to utilize L'Hostis' polyorganosiloxane in 
Schmid's composition with expected success. Especially, L'Hostis is in the same 
field as that of Schmid's endeavor. Schmid teaches depositing the 
polydiorganosiloxane, polyol ester, etc. in aqueous liquid form onto the particular 
carrier, (col. 2, lines 5-30) However, the water is eventually removed, (col. 22, 
lines 12-25) As such, the prior art's granulated foam control composition is 
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obviously the same as the claimed granulated foam control composition where the 
polydiorganosiloxane, polyol ester, etc. is used in non-aqueous form. For Claim 
16, Schmid is silent on the microfine silanized silica having the claimed average 
particle size. However, L'Hostis teaches that it is well known to use hydrophobic 
fillers such as silica with particle size of 0.5 to 50 microns for foam control agents. 
The silica is well known and is commercially available, (col. 6, line 60 to col. 7, 
line 28) As such, it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to utilize L'Hostis' silica filler in Schmid's 
composition because Schmid's silica is microfine and the commercial availability 
of L'Hostis' silica. Especially, L'Hostis is in the same field as that of Schmid's 
endeavor, and Applicants do not show the criticality of the particle size. 

For Applicants' argument (Remarks, page 13, 1 st and 2 nd paragraphs), 
Examiner disagrees because Schimd does teach the claimed polyol ester, supra. 
The motivation of combining Schimd and L'Hostis is adequately set forth above. 
Especially, L'Hostis is in the same field as that of Schmid's endeavor. Applicants 
are further reminded that one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., Inc., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 
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13. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jim Seidleck, can be reached on (571) 272-1078. The fax 
phone number for the organization where this application or proceeding is assigned 
is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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